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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 6-15 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 6, 7 and 12 are vague and indefinite with respect to where the sealing 
material is located since the term "proximate" has been used. It is unclear to the 
examiner where the sealing material is disposed in relation to the conductive element, 
since the term "proximate" has been used. "Proximate" means "near", so it is unclear 
how close the sealing material needs to be to the conductive element for the proper seal 
to be obtained. 

Claims 8-1 1 and 13-15 are dependent on the above claims and therefore have 
the same deficiencies. 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-15 are rejected under 35 U.S.C. 102(e) as being anticipated by Boyd et 
al (US 2004/0231975). 

Boyd et al disclose an electrode system for preventing fouling of a surface that is 
applied directly onto the surface of an aquatic vehicle or structure. See abstract. The 
electrode system has two sets of electrodes made from any conductive material, 
preferably a conductive coating. The geometry of the sets of electrodes is such that 
when the voltage is applied, the electric field radiates outwardly parallel to the surface of 
the structure and allows for the protection of a large surface area with relatively minor 
changes in the design of the ship hill or other aquatic structure. See para [0007]. The 
electrodes can be embedded in an outer layer of a gel coat of a giver reinforced plastic 
or composite, or embedded in a polymer matrix of an outer layer of a ship, vessel or any 
aquatic structure. See para [0008]. The electrodes are made from any conductive 
material, but a conductive coating is preferred with UNISHIELD conductive coating. See 
para [0024]. The UNISHIELD conductive coating composition comprises an emulsion 
polymer binder, which is a blend of a first emulsion containing a conjugated diene 
monomer or co-monomer and a second emulsion containing an acrylic polymer. It also 
contains an effective amount of electrically conductive particles dispersed in the binder 
and water as a carrier. The electrically conductive particles include a combination of 
graphite particles and metal containing particles , the graphite particles preferably being 
natural flake graphite and the metal containing particles being silver or nickel containing 
particles. See para [0025]. The second emulsion of the polymer binder can be selected 
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from acrylic, aliphatic or aromatic polyurethane, polyester polyurethane, polyester, 
epoxy, polyamide, polyimide, vinyl, modified acrylic, fluoropolymer and silicone polymer 
or a combination thereof. The electrically conductive particles can be graphite particles, 
carbon nanotubes or metal containing particles or a combination thereof. See para 
[0026]. The conductive coatings may be applied by spraying, brushing, roll coating, dip 
application or flow coating. See para [0027]. The sets of electrodes can be embedded in 
the same or separate, spaced layers of an electrically non-conductive material or 
applies to the same surface of an electrically non-conductive material, as long as the 
sets of electrodes are insulated from each other by the electrically non-conductive 
material. The sets of electrodes can be embedded in the outer layer of a gel coat of a 
fiber reinforced plastic or composite, or embedded in a polymer matrix of an outer layer 
of a ship, vessel or aquatic structure. See para [0028]. 

The prior art of Boyd et al anticipates the applicants instant invention as set forth 
above with respect to the disclosure to Boyd et al with respect to the instant claims as 
set forth. The Boyd et al patent discloses a support structure having a conductive 
element of a matrix material and conductive particles supported within the matrix 
material and a conductor connected in electrical communication with the conductive 
element and connected to an electrical power supply. The materials used in the polymer 
UNISHIELD conductive coating composition of epoxy, vinyl, silicone, polyurethane, etc. 
are known sealant materials and therefore, inherently would seal the coating to the 
electrodes to prevent moisture from contacting the conductor wires connected to the 
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electrodes. Therefore, it appears that since the sealing material is proximate the 
conductive element, that this aspect of the invention is inherent in the materials used. 
Therefore, the prior art of Boyd et al anticipates the applicants instant invention as set 
forth in the instant claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruce F. Bell whose telephone number is 571-272-1296. 
The examiner can normally be reached on Monday-Friday 6:30 AM - 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Barr can be reached on 571 272-1414. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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